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This is a decision on appeal fromthe final rejection of
claims 4-6 and 16-30, all of the clains pending in the present
application. Cains 1-3 and 7-15 have been cancel ed.

The di scl osed invention relates to an ultrasonic notor
having a vibrating nmenber which is piezoelectrically vibrated
for driving and halting a novable nmenber. An ultrasonic
vi bration generating circuit is included for generating first
and second waves for respectively driving and halting the

novabl e nenber.

Caim4 is illustrative of the invention and reads as
fol |l ows:
4. An ul trasonic notor having a novabl e nenber frictionally

driven by ultrasonic vibration using elastic novenent of a
pi ezoel ectric vibrator, the ultrasonic notor conprising:

an ultrasonic vibration generating circuit for generating
a first standing wave for driving a novabl e nenber and a
second standi ng wave for halting the novabl e nenber;

a switching circuit for changing operation of the first
standi ng wave for driving the novable nenber and the second
standi ng wave for halting the novabl e nenber;

at | east one piezoelectric vibrator step-driven by the
ultrasoni c vibration generating circuit, the piezoelectric
vi brator having el ectrode patterns for receiving the output
signal of the switching circuit, each two adjacent el ectrode
patterns bei ng separated by a boundary;
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a vibrating nenber on which the at |east one
pi ezoel ectric vibrator is fixed, the vibrating nenber having a
plurality of projections;

a novabl e nmenber having a plurality of non-uniforml oad
portions when viewed on a cross section in the direction of
Its circunference; and

pressure regul ating neans for contacting the novabl e
menber with the vibrating nenber under pressure;

wherei n when the piezoelectric vibrator generates the
first standing wave, the projections are disposed at every
ot her one of the internedi ate positions between a maxi mum
anpl i tude portion and a nodal portion of the first standing
wave, and each of the projections is |ocated at a boundary
bet ween two adj acent el ectrode patterns; and

wherei n when the piezoelectric vibrator generates the
second standi ng wave, the projections are disposed at noda
portions of the second standi ng wave and each of the
projections is |ocated at a boundary between two adj acent
el ectrode patterns.

The Exami ner relies on the followng prior art:

Ueda et al. (Ueda) 5,237, 237 Aug. 17,
1993

(Filed Mar. 11, 1991)
M yazawa et al. (Myazawa) 5,247, 220 Sep. 21,
1993

(Filed Cct. 22, 1990)
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Clainms 4-6 and 16-30 stand finally rejected under 35
US C 8 102(a) as anticipated by either one of Ueda or
M yazawa. 2

Rat her than reiterate the argunents of Appellants and the
Exam ner, reference is nade to the Briefs® and Answer for the

respective details thereof.

OPI NI ON
We have carefully considered the subject matter on
appeal, the rejection advanced by the Exam ner and the
evi dence of anticipation relied upon by the Exam ner as
support for the rejection. W have, |ikew se, reviewed and
taken into consideration, in reaching our decision,

Appel I ants’ arguments set forth in the Briefs along with the

2 1n response to Appellants’ argunents in the Brief, the
Exam ner has wi thdrawn the anticipatory rejection of the
appeal ed cl ains based on the U S. patent to Inoue et al.
(5,416, 374).

% The Appeal Brief was filed January 5, 1996. |In response
to the Exam ner’s Answer dated April 12, 1996, a Reply Brief
was filed June 17, 1996 whi ch was acknow edged and entered by
the Exam ner w thout further comment on July 12, 1996.

4
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Exam ner’s rationale in support of the rejection and argunents
in rebuttal set forth in the Exam ner’s Answer.

It is our view, after consideration of the record before
us, that neither Ueda nor Myazawa fully neets the invention
as set forth in clains 4-6 and 16-30. Accordingly, we
reverse.

Anticipation is established only when a single prior art
reference discloses, expressly or under the principles of
i nherency, each and every elenent of a clainmed invention as
wel | as disclosing structure which is capable of performng

the recited functional limtations. RCA Corp. v. Applied

Digital Data Systens, Inc., 730 F.2d 1440, 1444, 221 USPQ 385,

388 (Fed. Cir.); cert. dismssed, 468 U S. 1228 (1984); WL.

Gore and Associates, Inc. v. Garlock, Inc., 721 F.2d 1540,

1554, 220 USPQ 303, 313 (Fed. Cr. 1983), cert. denied, 469

U.S. 851 (1984).

W initially note that the Exam ner, despite asserting
the anticipatory nature of the disclosures of Ueda and
M yazawa with respect to the appeal ed cl ai ns, has never
attenpted to show how each of the clained limtations is net
by the prior art. Instead, the Exam ner has nmade a vague

5
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reference to various drawing figure diagrans (Answer, page 3)
in Ueda and Myazawa with no indication as to how t hese
various figures would correspond to any of the clained
features. As such, we are left to speculate as to the

Exam ner’s |line of reasoning that would lead to the concl usion
of anticipation.

Appel lants’ initial argunent in response (Brief, page 15)
asserts the deficiency of Ueda and M yazawa in disclosing the
claimed feature of generating both a driving wave to vibrate
the vibrating nmenber to drive the novable nenber and a halting
wave to vibrate the vibrating nenber to halt the novabl e
nmenber, a feature present in both of the independent clains 4
and 22.

After careful independent review of the Ueda and M yazawa
references in light of the argunents of record, we agree with
Appel l ants’ stated position in the Briefs. W find no clear
di sclosure in either of the applied prior art references that
woul d suggest the generation of a halting wave whi ch woul d be
effective to halt a novable nmenber of an ultrasonic notor. In
addition, we agree with Appellants’ further assertion (Brief,
page 16) that the positional relationship of the projections

6
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of the vibrating nenber and the driving and halting waves, set
forth in “wherein” clauses in independent clains 4 and 22, is
not disclosed in either of Ueda or Myazawa. W note that the
Exam ner, in choosing to ignore these stated Iimtations,
states in the penultimte sentence at page 4 of the Answer:

Since the clainms are not phrased

i n a nmeans-plus function foremat

[sic], the “wherein” clauses are

not seen as structurally limting.

The Exam ner, however, has not provided any | egal basis as
support for this contention. To the contrary, our review ng
courts have held that, in assessing patentability of a clained

invention, all the claimlimtations nust be suggested or

taught by the prior art. In re Royka, 490 F.2d 981, 180 USPQ

580 (CCPA 1974). Al words in a claimnust be considered in
judgi ng the patentability of that claimagainst the prior art.

In re Wlson, 424 F.2d 1282, 1385, 165 USPQ 494, 496 (CCPA

1970) .

In view of the above di scussion, we cannot sustain the
Examner’'s 35 U . S.C. § 102(a) rejection of independent clains
4 and 22, nor of clains 5 6, 16-21, and 23-30 dependent

t her eon.
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In summary, we have not sustained the Exam ner’s 35
U s C
8 102(a) rejection of the clains on appeal. Therefore, the

deci sion of the Exami ner rejecting clains 4-6 and 16-30 is

rever sed.
REVERSED
M CHAEL R FLEM NG )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
JOSEPH F. RUGE ERO ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
STUART N. HECKER )
Adm ni strative Patent Judge )
I p



Appeal No. 1997-0367
Application No. 08/321, 581

ADAMS AND W LKS
50 BROADWAY - 31st FLOOR
NEW YORK NY 10004



Leticia
Appeal No. 97-0367
Application No. 08/321, 581
APJ RUGAE ERO
APJ HECKER

APJ FLEM NG

DECI SI ON:  REVERSED

Send Reference(s): Yes No
or Translation (s)

Panel Change: Yes No

I ndex Sheet-2901 Rejection(s):
Prepared: June 16, 2000

Dr af t Fi nal

3 MEM CONF. Y N
OB/ HD GAU

PALM ACTS 2/ BOOK
DI SK( FO A) / REPORT



